RESPONSES TO UDRP QUESTIONNAIRE (DNSO)

	QUESTION NO.
	SUMMARY

	1

Category of respondent
	Complainant

Complainant’s Counsel

Respondent

Respondent’s Counsel

Constituency

Panelist



	2

Reason for using UDRP

Total ranking given = lowest number is therefore most important
	Mixed

“it’s the only effective cross-border process available”

“enforcement of a judgment via a registrar”

“predictability of result”



	3

Factors influencing choice of provider

Total ranking given therefore lowest number is most important
	A number of factors appear to influence provider.

“poor reputation of some of the providers other than WIPO”




	4

Was process clear
	Yes 

“Some clients have problems with the different rules though”

Yes, with assistance

“There should be more guidelines on how to obtain the relevant information”

“The aspect regarding electronic versus paper service of documents on Respondent wasn’t clear”

Yes, with the exception of NAF’s rule for calculating reply deadline

“the availability and location of the rules could be more clear”

“the process is sufficiently clear, but the standards utilized by panels varies and “case law” is not easily searched”



	5

Panelists impartial and experienced
	Predominantly Yes

“Not always—one panelist referred to my client’s mark as ‘famous’ even though I hadn’t asserted that in the complaint.”

Yes.  I could easily check their CV’s from the WIPO website.

No, the opinion after laying out the facts was nothing short of lawless.

Panelists from different countries and mishandled choice of law issues.

Yes, on average, although a few WIPO panelists appear to have an agenda

	6

Communication or language barriers
	NO

Yes, had to draft pleadings in Korean for .com name and submit to their jurisdiction

None, in spite of dealing with overseas attorneys



	7

Represented by counsel
	Mostly yes



	8

Difficulties in collecting proof
	No effective whois and incorrect information which is provided

Yes, “Sometimes the rules are not as clear as to the formalities which have to be fulfilled by the evidence submitted.”

Yes, “I had trouble finding the registrar’s rules that applied at the time the registrant registered the domain name.”

“Yes, closed ‘whois’ databases in some domains/registrars prevent collection of data on repeat cybersquatters prior to filing a UDRP.  Closed registrars generally release information on a user once a UDRP has been filed on a single name.  We submit supplemental letters with this information, but the rules do not require the panels to consider a supplemental submission of this kind.  Closed who-is domains/registrars protect squatters and frustrate pre-litigation settlement attempts.”

No difficulties, but discovery would be very helpful in some cases 

Another difficulty is to get access to the Whois data, especially from Nudomains

Lack of universal Whois makes pattern of conduct difficult to establish.

Yes.  In many cases, it is impossible to prove the lack of legitimate rights and bad faith without the benefit of discovery.  “This difficulty is greatly compounded by the fact that panelists have different views of the degree of proof required.”

In the absence of any discovery (and any right to reply to a response), the most acceptable approach is to require the complainant only to made a prima facie showing, and then shift the burden to the respondent to provide concrete evidence of its legitimate rights to the domain.

	9

Respondent who did not respond – why
	Unknown

	10

Challenge udrp in court
	3

(panelist ignored evidence)

Involved in a case defending where respondent challenged UDRP decision para 4(k) gives perception problem that all decisions can be challenged—this should be made clearer to parties.



	11

Difficulty in getting order of transfer or cancellation effected
	Predominantly Yes

“Netsol took 6 months to transfer the domain name for no apparent reason”

“Little confusing when contacting the Registrar.”

“Yes, registrar failed to implement mandated transfer, registration lapsed, and domain name was registered by third party”

“Registrar did not transfer based on order by NAF. [sic]  We had to repeatedly request, transfer took place after three weeks.”

“Yes.  Some registrars are poorly run, like joker.com.”

I have had some problems with Network Solutions/NSI.  They are extremely slow.

Extraordinary difficulty with Network Solutions where the decision had to be submitted three times because NSI lost track of the transfer request.

Joker.com makes transfers difficult.

No difficulty but some delay.

Registrars are sometimes slow.

Tucows failed to implement the order at the proper time.  Once we contacted their legal dept they implemented quickly.



	12

Reasons for not filing UDRP

Total ranking = lowest no is therefore most important
	Mixed

“Requires bad faith in actual use of domain name, no injunctive remedies.”

“Cases going against known cybersquatters with potentially generic domains.”

“Not having a ‘slam-dunk’ case.  That would be the only reason.”

Need for relief other than transfer or cancellation.

Finality (UDRP is not final if court action is filed).

Respondent owned several names and court action preferred.



	13

Selection of providers – who should chose
	Mixed

Respondent

Complainant

Both

Random

	14

Amendments to complaints
	Yes, provided there is no prejudice and where new information comes to light

No, it would increase the time and costs for the proceeding.

No, but should be able to submit reply to new issues raised by respondent

	15

Amendments to responses
	Yes, provided there is no prejudice and where new information comes to light

	16

Transfer of case to another provider
	Predominantly No

If there will be prejudice in staying with the provider

Transfer only with the other side’s permission

Where there is a conflict of interest

Never

Where there is proven/demonstrable bias on the part of the provider

If provider has conflict or unable to perform

“Transfer rules should be discussed per case.”

“Not sure.”

“Never – if Respondent is unhappy with the provider he at least has the option of choosing a panelist from another provider.”

Don’t see any need for this level of administrative complication.

Should have fee associated to transfer.

Opportunity to object.



	17

Adequate notice provisions
	Predominantly Yes

“The WHOIS information should be accurate”

Notice should be in 2 languages, 1 always being English.

Respondent should be given a longer period to respond.

No people can take vacations.

20 days does not allow for some communications to be completed.

Yes, if the registrants provide accurate and reliable contact information.



	18

Changes to supplemental rules
	No

“All providers should permit reply briefs.”

More emphasis on dismissal based on legal and equitable defenses.



	19

Uniform supplemental rules
	Mixed, but predominantly yes.

Yes, having non-uniform rules creates bad precedents.

Yes, only if both parties agree.

Not sure, but if they are, personal information should be protected

Otherwise promotes provider shopping.

A variation in the rules is one of the reasons for having different providers.



	20

Public accessibility to complaints and responses


	Yes

“Yes, as it is worthwhile to know what facts a panel focused on in making its decision, as can be discerned by reading the opinion, it might also be worthwhile to read the pleadings to discern what facts were overlooked as unimportant by the panel.”

Yes, to better understand the rulings

No, so long as the decision recounts the factual background and submissions

Yes, this process must be transparent if it is to be respected.  It also allows the public to watch for any abuse of the system.

Yes, but noted practical problems that make it difficult to do so (pictures, copies of news articles, etc.)

Foster transparency



	21

Circumstances for 20
	Mandatory

Mandatory after final decision

At discretion of parties



	22

Availability of udrp decisions centrally
	Yes

Predictability and consistency

Legal research purposes



	23

Decisions in public domain
	Yes



	24

Refiling of a lost udrp case
	Predominantly No

“until the day the UDRP allows discovery and amendment of pleadings”

“Where there is significant information that was not readily available at the time and where good cause is shown”

“They should be allowed to refile in court, but not to a provider, otherwise the case may drag on until the wealthier party wins.”

Yes, if there are new relevant facts included.

“Only under certain circumstances, such as a Supreme Court or shift by a UDRP ruling that would likely favor the loser.  But for continuity purposes, should not be too open to allow this.”

“not against the same party absent very unusual circumstances.”

“No, there is an adequate appeal process available at the present time.”

No, “res judicata”

Only in case of fraud subsequently discovered.

Yes, but only if confined to facts after initial UDRP.

Not unless it is under some standard like abuse of discretion.



	25

Limitations on ability to withdraw a complaint
	Predominantly No

“no limits as it fosters settlement”

“There should be a limit on getting a refund to complainants in order to deter frivolous filings, but not on their ability to withdraw.”

No, this is not in the public interest.

No, however, there should be penalty to discourage frivolous filings.

“but party withdrawing should bear the cost of a 3 member panel”

“can withdraw until a response is filed”

If a complainant withdraws, they should be blocked from any future action over the domain.



	26

Affirmative defenses
	Mixed, but predominantly No.

“it will make the process more complicated and there is too short a time to be able to file a response to be able to gather evidence of a defense.”

Domain name is generic or has lack of distinctiveness.

“Laches, acquiescence, and any other defense that would be appropriate to request that registration of mark be cancelled.”

“Introducing further legal concepts will make the process less predictable and less useful”

“affirmative defenses allowed in a trade mark action”                       

fair use (parody/free speech)

Abandonment

Freedom of speech sums it up.



	27

Preclusive effect in subsequent cases on parties
	Predominantly yes

“Provided the parties have a full and fair opportunity to make their case”

Yes, unless new information surfaces that might have altered original outcome.

Only on subsequent UDRP not on lawsuits.

The varied quality of decisions undermines precedential value.

Cases should be looked at in the light of evidence.

Panelists should have discretion to consider prior decisions

	28

Precedential value of decisions
	Yes

“Probably not – too fact specific”

“To the extent that the cases are argued similarly or that the facts can be shown to be similar this will have a level of predictability and reduce frivolous filings.”

“No- only informally (already too many inconsistent and bad opinions)”

Shouldn’t unless facts and law exactly the same.

Some precedential value but not binding because of different country laws.

Predictability is important.

Only valuable if there is an appeal body established.



	29

Ability to appeal
	Mixed

appeal to a court where there is direct error

Yes, but limitations should be set

“No, too costly.”

“No to permit quick finality”

“No you can go to court if you don’t like the result”

“No.  Streamlined is streamlined.”

No.  The UDRP is a sort of arbitration, and you cannot appeal such decision.

The right should be guaranteed.  The appeal should be automatic.



	30

How should the appeal process work?
	1 member panel, appellant pays

“The party who appeals should finance the costs.  The appeal should be seen by the same provider, but with different  panelists.”

“a panel of at least 3 with majority of three agreeing.  A different provider should be required.  Cost should go to challenger with some exceptions.”

Costs for appellant if successful

The provider should pay for the appeal where the original arbitrator was blatantly wrong

3 member panel, loser pays

Cost to be borne by loser three panel appeal only using same evidence.

Three panelists, rules should be uniform, different providers, appealing party should bear costs.

Separate panel, separate provider and financed by appealing party.



	31 level of deference to initial decision
	Mixed

Abuse of discretion for findings of fact, de novo for conclusions of law.



	32 right of appeal automatic?
	Mixed



	33 sufficient time to review complaints for panelists?
	Many “no responses”

Yes, there is sufficient time



	34 access to prior decisions for panelists
	Many “no responses”

Yes

“Yes, access to previous panel decisions is important and the current form of access is inadequate.”



	35 disqualification of panelist in what circumstances
	Mixed

Impartiality; impropriety

“Disqualify if representing any party in prior preceding where the panelist presided.”

“Yes.  They should be disqualified based on a conflict of interest under the American judicial standard.”



	36

Law firms of panelists disqualified
	Mixed

Predominantly attorneys ethics should apply

“If there is some reason to believe that there is impropriety.”

Only where the law firms are representing one of the parties.



	37

Reverse domain name hijacking
	Mixed

“unfamiliar”

“unsure”

No.  There needs to be severe penalties (civil and criminal) for reverse hijackers.

Any finding of rdnh should carry a fine



	38

Ideas to improve RDNH
	“unknown”/no response

civil liability

Fee shifting

Fine for rdnh should be twice the cost to defend the domain.



	39

Consistency of decisions across panel and providers
	Predominantly yes

Mixed…needs an appeal function

Not any different from court decisions

“Yes.  Has to do with quality of panelists.  ALL should be experienced TM practitioners or judges.”

Consistency on specific rules but bear in mind different country laws.

Peer review and quality control.

An oversight committee should be able to direct where such a decision has occurred.

A peer could review the decision before final, each panelist should review one case for each case taken.



	40 identical/similar of trade mark to domain name
	Predominantly No

All proof should be allowed.

The complainant should use the court if the issue is wider than the physical appearance.



	41 list of factors for similarity


	Mixed

“Polaroid factors”

“du Pont factors”



	42

Registration in bad faith and use in bad faith both required?
	Predominantly No

No – either sufficient

“Depends on the facts of the case”



	43

Pending tm app sufficient proof?
	common law rights should apply

any circumstances

Always, unless generic descriptive term only if based on use

Never, doesn’t prove actual use.

No greater rights than common law rights.

Yes, if based on use and not rejected by national office.



	44

Fees being charged appropriate
	Predominantly Yes

No, the panelists are under paid

Could be double if quality improved.

Fees should be higher to pay for a review of the case by peer panelist.



	45

How change fees if not appropriate
	Mixed

should be lower

Should be higher

Don’t know

Sliding Scale



	46

Fees paid to panelists appropriate
	Mixed

“no idea”

Should be higher

Sliding scale

Commensurate with any increase in fee.



	47

Respondent get a refund?
	Predominantly yes

Yes, partial if negotiated settlement, full if not

“Partial”

“Full”



	48

Complainant get a refund
	Mixed

Yes, partial if negotiated settlement, full if not

Partial

Full

Pro rate if panel started work.



	49

Mandatory mediation or cooling off
	Predominantly No

Mediation preferred and also cheaper

No, usually done anyway

No, that would delay decision

“Negotiation period should be allowed but not overly long.  Just provide a period of time and an online forum, but allow e-mail or phone conversations in private.  The time period can be ended earlier than the present time, but provide a day to change mind by the one who ended the period.”

Reasonable efforts to settle should be assumed.

Will slow it down.

Yes, but should be short, e.g. 10 days.



	50

Udrp expanded beyond abusive registration
	Mixed

Let’s get the basics right first



	51

Udrp to cover charter violations
	Mixed

unfamiliar

Better left to courts.

Encourages filing of baseless complaints.

Not yet – need to restore faith in UDRP first.



	52

Uniform udrp across gtlds and cctlds
	Predominantly yes

No “a mark may have a different context in each country from the use of the gTLD”

Absolutely Individual countries should not be allowed to do their own thing.

Absolutely not – cctlds should be allowed to formulate their own.



	53

Combine cc and g tlds in one action
	Mixed

“Yes, if they have the same root characters and involve the same complainant’s trademark.”

“Yes, if second level domain names are identical.”

Combine only where parties agree.

In a cctld, there may be geographical considerations not present in gTLDs.

Yes, only if language problem solved



	54

Other dispute resolution mechanisms
	Predominantly No



	55

Other systems used
	No

ACPA

“Went to U.S. District Court.  Very expensive and the judge had never been on the net.  Not good.”

American Abritration Association

The Belgian .be UDRP

Negotiation

Settlement contracts

The Nominet one in the UK works fine.



	56

Ways for improvement
	Promote the service on Lexis

“It excels in speed and elegance for properly chosen cases.  On-line only aspect is outstanding.”

Core approach is good at the very least the party who is dissatisfied should be able to file reasons for dissatisfaction with the provider for quality control review even if there is an additional fee.

Language problems (Japanese case cited)
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